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DETAILED ACTION 



1 . This Office Action is response to Applicants' Amendment filed on 08/09/2005. 

2. Claims 6-7 & 20-21 have been cancelled. 

3. Claims 49-50 have been added. 

4. Claimed 14-15 & 27-28 were deleted (Dated 11/12/2004). 

5. Claims 1-5, 8-13, 16-19, 22-26, and 29-50 are pending in this Application. 

Claim Rejections - 35 USC § 101 



6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 and 29 are rejected under 35 U.S.C. 101 because "a method to 
identifying topics in a data corpus having a plurality of segments" and "a method to 
display a list of topics associated with data items stored in a database" are "descriptive 
material.", "abstract ideas " , Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759, or the 
mere manipulation of abstract ideas, Schrader, 22 F.3d at 292-93, 30 USPQ2d at 1457- 
58, are not patentable. Descriptive material can be characterized as "nonfunctional 
descriptive material.". "Nonfunctional descriptive material" includes but is not limited to 
music, literary works and a compilation or mere arrangement of data. Both types of 
"descriptive material" are nonstatutory when claimed as descriptive material per se. 
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Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. Thus, the method is not being 
tangible to form the basis of statutory subject matter under 35 U.S.C. 101 . 

Claim Objections 

7. Claims 12 and 25 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Claim Rejections - 35 USC §103 



8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 1-11, 13, 16-24, 26 and 49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Patent No.: US 6,363,378 B1 issued to Conklin et al. (hereinafter 
Conklin) in view of Pub. No.: US 2004/0128267 A1 of Berger et al. (hereinafter Berger) 
and further in view of Pub. No.: US 2002/0103799 A1 of Bradford et al. (hereinafter 
Bradford). 

With respect to claim 1, Conklin teaches a method to identify topics in a data 
corpus having a plurality of segments (identifying the topics from a data corpus of 
documents containing at least one sentences (abstract). 

Conklin teaches identifying the topics of a data corpus of documents for user in 
query searching the terms or words in the documents. Conklin does not clearly teaches 
determining a segment-level actual usage value for one or more word combinations, 
computing a segment-level expected usage value for each of the one or more word 
combinations wherein a word combination includes two or more words; and designating 
a word combination if the segment-level actual usage value of the word combination is 
substantially greater than the segment-level expected usage value of the word 
combination. 

However, Berger teaches actual value and expected value for each entry of 
words or pattern based on the frequency occurrences via threshold (paragraphs 0032- 
0033, 0042-0044). 
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Therefore, based on Conklin in view of Berger it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to have combined 
the teachings of Conklin and Berger, because using the steps of '"determining a 
segment-level actual value for one or more word combinations; computing a segment- 
level expected usage value ... greater than the segment-level expected usage vale of 
the word combination" would have given those skilled in the art to have ability to include 
calculating the expected value of occurrences of words' frequency count based on the 
ratio of the actual value to the expected value exceeding a certain threshold 
(paragraphs 0043-0044). This gives users the advantage of processing of the plurality 
of segments in a data corpus of documents more efficiently. Conklin and Berger do not 
teach wherein a word combination includes two or more substantially contiguous words, 
wherein two words are substantially contiguous if they are separated by zero word or 
words selected from a predetermined list of words. 

However, Bradford teaches contiguous word in a document (paragraphs 0054, 
0062 and 0082). 

Therefore, based on Conklin in view of Berger, and further in view of Bradford, it 
would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to combine the teachings of Bradford to the system of Conklin to have two or 
more contiguous words. One having ordinary skill in the art would have found it 
motivated to utilize the use of word combination in a data corpus of document for 
statistical analysis of a collection of topics that are related to both data corpus and the 
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domain interest of the data analysis, thereby searching a collection of one or more 
documents for material of conceptual relatedness more efficient. 

With respect to claims 2-5, Conklin teaches wherein each of the plurality of 
segments comprises a portion of a document, wherein the portion of a document 
comprises a paragraph, wherein the portion of a document comprises a heading and 
wherein the portion of a document comprises the entire document (fig. 1, item 130, the 
document containing paragraph, heading, sentences, phrases and words: col. 3, lines 
60-65). 

With respect to claim 8, Conklin in view of Berger teaches a method to identify 
topics in a data corpus having a plurality of segments as discussed in claim 1 . 

Conklin teaches identifying the topics of a data corpus of documents containing a 
plurality of segments for user in query searching the terms or words in the documents. 
Berger teaches calculating expected value for word combination. In combination, 
Conklin and Berger do not teach wherein the predetermined list of words comprises 
stop words. 

However, Bradford teaches stop words (paragraphs 0069 and 0082). 

Therefore, based on Conklin in view of Berger, and further in view of Bradford, it 
would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to combine the teachings of Bradford to the system of Conklin to have two or 
more contiguous words. One having ordinary skill in the art would have found it 
motivated to utilize the use of word combination in a data corpus of document for 
statistical analysis of a collection of topics that are related to both data corpus and the 
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domain interest of the data analysis, thereby searching a collection of one or more 
documents for material of conceptual relatedness more efficient. 

With respect to claim 9, Conklin wherein at least one word in each of the one or 
more word combinations is selected from a predetermined list of words (col. 15, lines 
58-65). 

With respect to claim 10, Conklin teaches wherein the predetermined list of 
words comprise a list of domain specific words (the list of theme terms: col. 15, lines 60- 
65). 

With respect to claims 1 1 and 13, Conklin teaches a method as discussed in 
claim 1 . 

Conklin teaches identifying the topics of a data corpus of documents for user in 
query searching the terms or words in the documents. Conklin does not clearly teaches 
determining a segment-level actual usage value for a word combination comprises 
determining the number of segments in the data corpus the word combination is in. 

However, Berger teaches actual value and expected value for each entry of 
words or pattern based on the frequency occurrences via threshold (paragraphs 0032- 
0033, 0042-0044). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Conklin with the teachings 
of Berger. One having ordinary skill in the art would have found it motivated to utilize the 
use of calculating the expected value of occurrences of words' frequency count based 
on the ratio of the actual value to the expected value exceeding a certain threshold 



Application/Control Number: 10/086,026 Page 8 

Art Unit: 2162 

(paragraphs 0042-0044), into the system of Conklin for the purpose of performing 
statistical analysis of a collection of topics that are related to both data corpus and the 
domain interest of the data analysis, thereby searching a collection of one or more 
documents for material of conceptual relatedness more efficient. 

Claim 16 is essentially the same as claim 1 except that it is directed to a program 
storage device rather than a method, and is rejected for the same reason as applied to 
the claim 1 hereinabove. 

Claim 17 is essentially the same as claim 2 except that it is directed to a program 
storage device rather than a method, and is rejected for the same reason as applied to 
the claim 2 hereinabove. 

Claim 18 is essentially the same as claim 3 except that it is directed to a program 
storage device rather than a method, and is rejected for the same reason as applied to 
the claim 3 hereinabove. 

Claim 19 is essentially the same as claim 5 except that it is directed to a program 
storage device rather than a method, and is rejected for the same reason as applied to 
the claim 5 hereinabove. 

Claim 20 is essentially the same as claim 6 except that it is directed to a program 
storage device rather than a method, and is rejected for the same reason as applied to 
the claim 6 hereinabove. 

Claim 21 is essentially the same as claim 7 except that it is directed to a program 
storage device rather than a method, and is rejected for the same reason as applied to 
the claim 7 hereinabove. 
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Claim 22 is essentially the same as claim 9 except that it is directed to a program 
storage device rather than a method, and is rejected for the same reason as applied to 
the claim 7 hereinabove. 

Claim 23 is essentially the same as claim 10 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 10 hereinabove. 

Claim 24 is essentially the same as claim 1 1 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 1 1 hereinabove. 

Claim 26 is essentially the same as claim 13 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 13 hereinabove. 

With respect to claim 49, Conklin teaches a method to identify topics in a data 
corpus having a plurality of segments (identifying the topics from a data corpus of 
documents containing at least one sentences (abstract). 

Conklin teaches identifying the topics of a data corpus of documents for user in 
query searching the terms or words in the documents. Conklin does not clearly teaches 
determining a segment-level actual usage value for one or more word combinations, 
computing a segment-level expected usage value for each of the one or more word 
combinations wherein the segment-level expected usage value is based on frequency 
count of words that form the word combination within the data corpus or a portion 
thereof; and designating a word combination if the segment-level actual usage value of 
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the word combination is substantially greater than the segment-level expected usage 
value of the word combination. 

However, Berger teaches actual value and expected value for each entry of 
words or pattern based on the frequency occurrences via threshold (paragraphs 0032- 
0033, 0042-0044). 

Therefore, based on Conklin in view of Berger it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to have combined 
the teachings of Conklin and Berger, because using the steps of '"determining a 
segment-level actual value for one or more word combinations; computing a segment- 
level expected usage value ... greater than the segment-level expected usage vale of 
the word combination" would have given those skilled in the art to have ability to include 
calculating the expected value of occurrences of words' frequency count based on the 
ratio of the actual value to the expected value exceeding a certain threshold 
(paragraphs 0043-0044). This gives users the advantage of processing of the plurality 
of segments in a data corpus of documents more efficiently. Conklin and Berger do not 
teach wherein a word combination includes two or more substantially contiguous words, 
wherein two words are substantially contiguous if they are separated by zero word or 
words selected from a predetermined list of words. 

However, Bradford teaches contiguous word in a document (paragraphs 0054, 
0062 and 0082). 

Therefore, based on Conklin in view of Berger, and further in view of Bradford, it 
would have been obvious to a person of ordinary skill in the art at the time the invention 
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was made to combine the teachings of Bradford to the system of Conklin to have two or 
more contiguous words. One having ordinary skill in the art would have found it 
motivated to utilize the use of word combination in a data corpus of document for 
statistical analysis of a collection of topics that are related to both data corpus and the 
domain interest of the data analysis, thereby searching a collection of one or more 
documents for material of conceptual relatedness more efficient. 



1 1 . Claims 29-48 and 50 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Patent No.: US 6,363,378 B1 issued to Conklin et al. (hereinafter Conklin) in view 
of Pub. No.: US 2004/0128267 A1 of Berger et al. (hereinafter Berger) and further in 
view of Pub. No.: US 2002/0103799 A1 of Bradford et al. (hereinafter Bradford). 

With respect to claim 29, Conklin teaches a method to display a list of topics 
associated with data items stored in a database (displaying the list of topics associated 
terms or word of set of documents stored in a database: col. 2, lines 30-45 and col. 17, 
lines 15-30); 

identifying a result set based on an initial query, the result set identifying a 
plurality of stored data items (list of words of word combinations to be retrieved based 
on the user query to be inputted by user: fig. 1, col. 1 , lines 32-67 and col. 2, lines 1-18; 
also col. 3, lines 58-65); and 
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displaying the selected topics (output display from a computer system displaying 
the topics: col. 16, lines 28-48; also col. 15, lines 32-67). 

Conklin teaches displaying the topics associated with data items stored in a 
database and an initial query to be input by user to retrieved the relevant data based on 
the user query from the database. Conklin does not clearly teach identifying those 
topics associated with the stored data items identified in the result set, selecting for 
display a topic associated with the most identified stored data items, selecting for 
display another topic, said another topic associated with the most identified stored data 
items not associated with a previously identified display topic, wherein this step is 
repeated until all identified stored items in the result set have been accounted for. 

However, Zimmermann teaches retrieval system containing a database that 
relates document word-pair patterns topics, using search query to search or retrieve or 
extract a list of documents as a result set of topics based on the search query and 
display the result to the requestor (see fig. 10, col. 4, lines 25-58, col. 6, lines 2-42). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Conklin with the teachings 
of Zimmermann. One having ordinary skill in the art would have found it motivated to 
utilize the use of selecting for displaying a topic associated data items stored in a 
database for statistical analysis of a collection of topics that are related to both data 
corpus and the domain interest of the data analysis, thereby searching a collection of 
one or more documents for material of conceptual relatedness more efficient. 
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With respect to claims 30-35, Conklin teaches a method for displaying a list of 
topics as discussed in claim 29. 

Conklin teaches displaying the topics associated with data items stored in a 
database and an initial query to be input by user to retrieved the relevant data based on 
the user query from the database. Conklin does not clearly teach identifying an initial 
user query, list of topics, result set, a list of topics associated with identified stored data 
items. 

However, Zimmermann teaches retrieval system containing a database that 
relates document word-pair patterns topics, using search query to search or retrieve or 
extract a list of documents as a result set of topics based on the search query and 
display the result to the requestor (see fig. 10, col. 4, lines 25-58, col. 6, lines 2-42). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Conklin with the teachings 
of Zimmermann. One having ordinary skill in the art would have found it motivated to 
utilize the use of selecting for displaying a topic associated data items stored in a 
database for statistical analysis of a collection of topics that are related to both data 
corpus and the domain interest of the data analysis, thereby searching a collection of 
one or more documents for material of conceptual relatedness more efficient. 

With respect to claims 36-37, Conklin teaches a method for displaying a list of 
topics as discussed in claim 29. 

Conklin teaches displaying the topics associated with data items stored in a 
database and an initial query to be input by user to retrieved the relevant data based on 
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the user query from the database. Conklin does not clearly teach identifying an initial 
user query, list of topics, result set, displaying a selected number of stored data item 
identifiers and displaying a hyperlink. 

However, Zimmermann teaches displaying a list of topics in the table for each 
documents to the requestor (col. 10, lines 65-67 and col. 11, lines 1-27). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Conklin with the teachings 
of Zimmermann. One having ordinary skill in the art would have found it motivated to 
utilize the use of selecting for displaying a topic associated data items stored in a 
database for statistical analysis of a collection of topics that are related to both data 
corpus and the domain interest of the data analysis, thereby searching a collection of 
one or more documents for material of conceptual relatedness more efficient. 

With respect to claim 38, Conklin teaches a method for displaying a list of topics 
as discussed in claim 29. 

Conklin teaches displaying the topics associated with data items stored in a 
database and an initial query to be input by user to retrieved the relevant data based on 
the user query from the database. Conklin does not clearly teach generating a list of 
unique individual words from the topics not yet selected for display, selecting for display 
a unique word from the list of unique individual words associated with the most 
identified stored data items; and selecting for display another unique word from the list 
of unique individual words, said another unique word associated with the most identified 
stored data items not associated with a previously identified display topic and unique 
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word, wherein this step is repeated until all identified stored items in the result set have 
been accounted for. 

However, Zimmermann teaches retrieval system containing a database that 
relates document word-pair patterns topics, using search query to search or retrieve or 
extracts list of documents as a result set of topics based on the search query and 
display the result to the requestor (see fig. 10, col. 4, lines 25-58, col. 6, lines 2-42). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Conklin with the teachings 
of Zimmermann. One having ordinary skill in the art would have found it motivated to 
utilize the use of selecting for displaying a topic associated data items stored in a 
database for statistical analysis of a collection of topics that are related to both data 
corpus and the domain interest of the data analysis, thereby searching a collection of 
one or more documents for material of conceptual relatedness more efficient. 

Claim 39 is essentially the same as claim 29 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 29 hereinabove. 

Claim 40 is essentially the same as claim 30 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 30 hereinabove. 

Claim 41 is essentially the same as claim 31 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 31 hereinabove. 
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Claim 42 is essentially the same as claim 32 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 32 hereinabove. 

Claim 43 is essentially the same as claim 33 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 33 hereinabove. 

Claim 44 is essentially the same as claim 34 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 34 hereinabove. 

Claim 45 is essentially the same as claim 35 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 35 hereinabove. 

Claim 46 is essentially the same as claim 36 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 36 hereinabove. 

Claim 47 is essentially the same as claim 37 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 37 hereinabove. 

Claim 48 is essentially the same as claim 38 except that it is directed to a 
program storage device rather than a method, and is rejected for the same reason as 
applied to the claim 38 hereinabove. 
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With respect to claim 50, Conkliirteaches a method to display a list of topics 
associated with data items stored in a database (displaying the list of topics associated 
terms or word of set of documents stored in a database: col. 2, lines 30-45 and col. 17, 
lines 15-30); 

identifying a result set based on an initial query, the result set identifying a 
plurality of stored data items (list of words of word combinations to be retrieved based 
on the user query to be inputted by user: fig. 1, col. 1, lines 32-67 and col. 2, lines 1-18; 
also col. 3, lines 58-65); and 

displaying the selected topics (output display from a computer system displaying 
the topics: col. 16, lines 28-48; also col. 15, lines 32-67). 

Conklin teaches displaying the topics associated with data items stored in a 
database and an initial query to be input by user to retrieved the relevant data based on 
the user query from the database. Conklin does not clearly teach identifying those 
topics associated with the stored data items identified in the result set, selecting for 
display a topic associated with the most identified stored data items, selecting for 
display another topic, said another topic associated with the most identified stored data 
items not associated with a previously identified display topic, wherein this step is 
repeated until all identified stored items in the result set have been accounted for. 

However, Zimmermann teaches retrieval system containing a database that 
relates document word-pair patterns topics, using search query to search or retrieve or 
extract a list of documents as a result set of topics based on the search query and 
display the result to the requestor (see fig. 10, col. 4, lines 25-58, col. 6, lines 2-42). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Conklin with the teachings 
of Zimmermann. One having ordinary skill in the art would have found it motivated to 
utilize the use of selecting for displaying a topic associated data items stored in a 
database for statistical analysis of a collection of topics that are related to both data 
corpus and the domain interest of the data analysis, thereby searching a collection of 
one or more documents for material of conceptual relatedness more efficient. 
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